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DETAILED ACTION 
Continued Examination Under 37 CFR 1.114 

A request for continued examination under 37 CFR 1.114, including tine fee set 
forth in 37 CFR 1 .17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
5/6/2009 has been entered. 

The rejection under section 112, second paragraph is maintained in part, below: 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1-7, 26-28 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

It is unclear what is reacted with the glycols or diols in the methy-p-toluate 
enriched stream. In this regard, the products of the reaction, and thus, the basis of the 
claimed composition, is unclear. 

The claims still do not clarify which part of the mpt stream is reacted. 
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The 103 rejection over Hulsmann is maintained: 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not Identically disclosed or described as set 
forth In section 102 of this title, if the differences between the subject matter sought to be patented and 
the phor art are such that the subject matter as a whole would have been obvious at the time the 
Invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner In which the Invention was made. 

Claims 1-5, 26 and 27 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over U.S. patent No. 4,1 12,240 to Hulsmann et al. (Hulsmann). 

Hulsmann teaches the esterification of methyl benzoate with dipropylene glycol. 
The methyl benzoate is a product of a dimethylterepthalate production process by ghe 
oxidation of p-xylene or methyl-p-toluate, See columns 2-3. 

The difference between the process covered by the rejected claims and the 
process disclosed by the references is that the reference fails to specifically teach 
esterification of methyl-p-toluate. However, those of ordinary skill would expect that 
methy-p-tolutate, as well as the other by-products recited in the rejected claims, would 
be present in the technical grade methyl benzoate starting reaction mixture, and thus 
esterified, by the process. Therefore esterification of methyl-p-toluate is well within the 
purview of the reference, and therefore, prima facie obvious. 

Those physical properties set forth in the rejected claims are invariably 
possessed by the compositions of Hulsmann, see MPEP 21 12.01 ("Where the claimed 
and prior art products are identical or substantially identical in structure or composition, 
or are produced by identical or substantially identical processes, a prima facie case of 
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either anticipation or obviousness lias been established. In re Best, 562 F.2d 1252, 
1255, 195 USPQ 430, 433 (CCPA 1977). "When the PTO shows a sound basis for 
believing that the products of the applicant and the prior art are the same, the applicant 
has the burden of showing that they are not." In re Spada, 91 1 F.2d 705, 709, 15 
USPQ2d 1655, 1658 (Fed. Cir. 1990) . . . "[p]roducts of identical chemical composition 
can not have mutually exclusive properties." A chemical composition and its properties 
are inseparable. Therefore, if the prior art teaches the identical chemical structure, the 
properties applicant discloses and/or claims are necessarily present. In re Spada, 91 1 
F.2d 705, 709, 15 USPQ2d 1655, 1658 (Fed. Cir. 1990)"). Applicant has not shown that 
the physical properties of the Hulmann product is any different than that of the claims. 

Applicant has yet to establish that the transesterification product of Hulsmann is 
different than that of the claims, notwithstanding the process steps, including the 
amounts of methyl benzoate in the reactant stream, see MPEP 21 13 (""[E]ven though 
product-by-process claims are limited by and defined by the process, determination of 
patentability is based on the product itself. The patentability of a product does not 
depend on its method of production. If the product in the product-by-process claim is the 
same as or obvious from a product of the prior art, the claim is unpatentable even 
though the prior product was made by a different process." In re Thorpe, 777 F.2d 695, 
698, 227 USPQ 964, 966 (Fed. Cir. 1985)"). 



The following are new grounds of rejection: 
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Claims 1-5, 26 and 27 rejected under 35 U.S.C. 103(a) as being unpatentable 
over U.S. Patent Nos. 6,184,278 to Ardent et al. (Ardent II) or Patent No. 2,585,448 to 
Emerson et al. (Emerson). 

Ardent II discloses plasticizer compositions derived from diethylene or triethylene 
glycol and toluic acid, the products are given at column 2, lines 29+. The examiner 
notes that mentyl benzoate is not listed as a reagent. Nonetheless, the patent teaches 
the product plasticizer, notwithstanding the recited process steps, see MPEP 21 13 
(""[E]ven though product-by-process claims are limited by and defined by the process, 
determination of patentability is based on the product itself. The patentability of a 
product does not depend on its method of production. If the product in the product-by- 
process claim is the same as or obvious from a product of the prior art, the claim is 
unpatentable even though the prior product was made by a different process." In re 
Thorpe, 777 F.2d 695, 698, 227 USPQ 964, 966 (Fed. Cir. 1985)"). 

Similarly, Emerson teaches plasticizer compositions derived from diethylene or 
triethylene glycol and toluic acid, the products are given at column 1 , lines 30+. The 
examiner notes that mentyl benzoate is not listed as a reagent. Nonetheless, the patent 
teaches the product plasticizer, notwithstanding the recited process steps, see MPEP 
21 13 (""[E]ven though product-by-process claims are limited by and defined by the 
process, determination of patentability is based on the product itself. The patentability of 
a product does not depend on its method of production. If the product in the product-by- 
process claim is the same as or obvious from a product of the prior art, the claim is 



Application/Control Number: 10/557,103 Page 6 

Art Unit: 1621 

unpatentable even though the prior product was made by a different process." In re 
Thorpe, 777 F.2d 695, 698, 227 USPQ 964, 966 (Fed. Cir. 1985)"). 

Those physical properties set forth in the rejected claims are invariably 
possessed by the compositions of Ardent II or Emerson, see MPEP 21 12.01 ("Where 
the claimed and prior art products are identical or substantially identical in structure or 
composition, or are produced by identical or substantially identical processes, a prima 
facie case of either anticipation or obviousness has been established. In re Best, 562 
F.2d 1252, 1255, 195 USPQ 430, 433 (CCPA 1977). "When the PTO shows a sound 
basis for believing that the products of the applicant and the prior art are the same, the 
applicant has the burden of showing that they are not." In re Spada, 91 1 F.2d 705, 709, 
15 USPQ2d 1655, 1658 (Fed. Cir. 1990) . . . "[p]roducts of identical chemical 
composition can not have mutually exclusive properties." A chemical composition and 
its properties are inseparable. Therefore, if the prior art teaches the identical chemical 
structure, the properties applicant discloses and/or claims are necessarily present. In re 
Spada, 911 F.2d 705, 709, 15 USPQ2d 1655, 1658 (Fed. Cir. 1990)"). 

Claims 6, 7 and 28 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Hulsmann or Ardent II or Emerson in view of GB947764 (GB 764). 

The rejected claims cover those embodiments wherein the claimed compositions 
further comprise tall oil fatty acids, which is not explicitly disclosed by Hulsmann, Arendt 
or Emerson. However, for this proposition, the examiner joins GB 764, which discloses 
that glycol benzoate plasticizer compositions commonly comprise fatty acids, such as 
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soybean fatty acid derivatives, see CAS online citation 60:69197 [retrieved 2 September 
2008] from STN; Columbus, OH, USA. Therefore, plasticizer compositions that 
comprise tall oil fatty acids are well within the purview of those of ordinary skill, and 
thus, prima facie obvious. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Karl J. Puttlitz whose telephone number is (571) 272- 
0645. The examiner can normally be reached on Monday to Friday from 9 a.m. to 5 
p.m. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Daniel Sullivan, can be reached at telephone number (571) 272-0779. The 
fax phone number for the organization where this application or proceeding is assigned 
is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

/Karl J. Puttlitz/ 

Primary Examiner, Art Unit 1621 



